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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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4. Claims 66-100, 102-133, 134-136 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicants submission of prior art, Ludwig et al., WO 99/04582 
(hereinafter Ludwig) in view of Silver et a. (US006560457B1 ). 

Regarding claims 130, 131, 132, 133, 134, 135, 136, Ludwig in view of Silver as 
applied above discloses a method (and apparatus) comprising: a first station (mobile 
device) which is in communication with at least one network element (GSM base 
station), [page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5], 
said first station being arranged, in use, establish a connection with an element external 
to said network via said at least one network element [page 14, paragraphs 2-3]. 

What Ludwig does not explicitly disclose is wherein one of said first station and 
said at least one network element is provided with a dedicated address (i.e., storage, 
place with storing location addresses, location where the mobile is positioned or 
located) for receiving a request from said external element as to the location of the first 
station, wherein any request received at said dedicated address is a position request. 

Silver discloses location determination units for locating the mobiles with 
positioning request by external elements such as location, which location of mobile is 
known by an HLR and element located within the network, and that possesses the 
locations or positions of the mobile station or device (col. 9, lines 13-29). 

It would have been obvious to one skilled in the art at the time of the invention to 
modify Ludwig, such that generating a request to a location center, to provide the exact 
location of the mobile with prior identification of the requester in order to provide security 
and privacy to the mobile station. 
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Regarding claims 66 and 86, Ludwig in view of Silver as applied above discloses an 
entity (mobile device, D2, Figure 3) connectable to the network via said first station 
(GSM mobile station), said method comprising the steps of: defining an association 
between said entity and the first station [page 14, paragraphs 3, teaches communication 
between the MD, laptop with a mobile station, mobile phone], said association 
comprising information identifying said entity and information identifying said first station 
[page 14, paragraphs 3-4, mobile phone and portable computer identify each other via 
communication interface]; determining the location of said first station and based on 
said association, the mobile station may correspond to the entity or the first station 
[page 14, paragraphs 3-4, provide location of the mobile device via the mobile phone]. 

Regarding claim 67, Ludwig in view of Silver as applied above discloses storing 
association between the entity and the first station [Ludwig, page 14, paragraphs 2-3; 
page 15, paragraphs1-4- page 16, paragraphs 1-5, teach storing means fro saving 
information regards to relationship between the mobile and portable terminal]. 

Regarding claim 68, Ludwig in view of Silver as applied above discloses the 
association is stored in a store external to said network [Ludwig, page 14, paragraphs 2- 
3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 69, Ludwig in view of Silver as applied above discloses, wherein 
said store is arranged to store information identifying said network [Ludwig, page 14, 
paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 
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Regarding claim 70, Ludwig in view of Silver as applied above discloses the 
entity requesting identifying information from the first station [Ludwig, page 14, 
paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 71 , Ludwig in view of Silver as applied above discloses the 
entity sending information identifying said first station to said store [Ludwig, page 14, 
paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 72, Ludwig in view of Silver as applied above discloses the first 
entity sends information identifying the entity to the store [Ludwig, page 14, paragraphs 
2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 73, Ludwig in view of Silver as applied above discloses said 
network is a wireless network [Ludwig, Fig. 9]. 

Regarding claim 74, Ludwig in view of Silver as applied above discloses said 
network is a cellular network [Ludwig, Figs. 8-9]. 

Regarding claims 75, 122 Ludwig in view of Silver as applied above discloses 
said first station is a mobile terminal [Ludwig, page 14, paragraphs 2, lines 1-3; Figure 
3]. 

Regarding claim 76, Ludwig in view of Silver as applied above discloses said 
information identifying said mobile terminal is one or more of its MSISDN and its PDP 
address [Ludwig, page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 77, Ludwig in view of Silver as applied above discloses said 
entity is an IP entity [Ludwig, page 14, paragraphs 2-3; Figure 3, teach a laptop, IP 
element or entity]. 
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Regarding claim 78, Ludwig in view of Silver as applied above discloses said 
information identifying said IP entity is an IP address [Ludwig, page 15, paragraphs1-4- 
page 16, paragraphs 1-5]. 

Regarding claim 79, Ludwig in view of Silver as applied above discloses said 
entity is a portable computer [Ludwig, page 14, paragraph 3, lines 6-7; Figure 3, teach a 
laptop connected to a mobile device, i.e., a mobile phone]. 

Regarding claim 80, Ludwig in view of Silver as applied above discloses 
authentication procedure is performed between the entity and the first station [Ludwig, 
page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 81 , Ludwig in view of Silver as applied above discloses an 
authentication procedure is performed between the entity and the network [Ludwig, 
page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 82, Ludwig in view of Silver as applied above discloses said 
entity is arranged to request an IP address and said network allocates an address 
[Ludwig, page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 83, Ludwig in view of Silver as applied above discloses the 
entity is arranged to establish a connection with an IP location service provider and to 
provide the IP location service provider with the information identifying the entity and the 
information identifying the first station [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 84, Ludwig in view of Silver as applied above discloses the 
information identifying the entity and the information identifying the first station is 
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provided to an IP location server via the network [Ludwig, page 14, paragraphs 2-3; 
page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 85, Ludwig in view of Silver as applied above discloses the 
entity is provided with information relating to the identity of the first station [Ludwig, page 
14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 87, Ludwig in view of Silver as applied above discloses an entity 
which is arranged to store information relating to the location of said first station (mobile 
device), at least one network element (mobile station) being provided between the first 
station and said entity (base station), said entity being arranged to receive requests 
relating to the location of said first station from a requester external (the Internet server) 
to said network [Silver, col. 9, lines 13-38)]. 

Regarding claim 88, Ludwig in view of Silver as applied above discloses an entity 
has interface with an external dement [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5; Figure 3, the portable computer has 
connection to a mobile phone via an interface; a PCMCIA data card]. 

Regarding claim 89, Ludwig in view of Silver as applied above discloses, wherein 
said external element is a communications element, which permits the entity to 
communicate to outside said network [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5; Figure 3, the mobile phone provides 
communication for the laptop to the wireless network via the mobile phone]. 
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Regarding claim 90, Ludwig in view of Silver as applied above discloses, wherein 
said external element is the Internet [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5; Figure 1]. 

Regarding claim 91 , Ludwig in view of Silver as applied above discloses, wherein 
said requester communicates with said external element [Ludwig, page 14, paragraphs 
2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5, the mobile phone may 
communicate with the Internet]. 

Regarding claim 92, Ludwig in view of Silver as applied above discloses, wherein 
a plurality of networks are provided, said networks being arranged to communicate via 
said external element [Ludwig, page 14, paragraphs 2-3; page 15, paragraphs1-4- page 
16, paragraphs 1-5; Figures 1-6, a plurality of network elements, MSC's, HLR's, 
communicate with the Internet as well]. 

Regarding claim 93, Ludwig in view of Silver as applied above discloses, wherein 
said entity is arranged to store information defining in which network said first station is 
in [Ludwig, page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1- 
5; Figures 1-6]. 

Regarding claim 94, Ludwig in view of Silver as applied above discloses, wherein 
each of said networks comprises an entity [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5, every element within the networks comprises 
an entity; i.e., an MSC within a network]. 
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Regarding claim 95, Ludwig in view of Silver as applied above discloses, where 
said entity is arranged to forward the requests to a respective network element in 
accordance with the information stored in said entity [Silver, col. 5, lines 18-43]. 

Regarding claim 96, Ludwig in view of Silver as applied above discloses, when 
said network element is a GMLC [Silver, col. 5, lines 18-43]. 

Regarding claim 97, Ludwig in view of Silver as applied above discloses, wherein 
said network element is arranged to direct a response back to said requester [Silver, 
col. 9, lines 13-29]. 

Regarding claim 98, Ludwig in view of Silver as applied above discloses, wherein 
if said first station is in a different network, the request from the requester is forwarded 
by the entity to the network in which the first station is located [Silver, col. 9, lines 13- 
35]. 

Regarding claim 99, Ludwig in view of Silver as applied above discloses, wherein 
said request carried via the same means as user information from the external element 
to the first station [Silver, col. 5, lines 18-43]. 

Regarding claim 100, Ludwig in view of Silver as applied above discloses, 
wherein a transmission plane is provided between said first station and said external 
element, said request and user information being sent to the first station via the 
transmission plane [Silver, col. 9, lines 13-29, 38-57]. 

Regarding claim 102, Ludwig in view of Silver as applied above discloses, 
wherein information on the location of the first station is provided to said external 
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element via said dedicated address [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 103, Ludwig in view of Silver as applied above discloses, said 
dedicated address is a dedicated port within a user address [Ludwig, page 14, 
paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 1 04, Ludwig in view of Silver as applied above discloses, user 
information is received by and/or transmitted from a location in one of said first station 
and said at least one network element which is different to the dedicated address 
[Ludwig, page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 105, Ludwig in view of Silver as applied above discloses, first 
station is allocated an address, said address being unique to said first station [Ludwig, 
page 14, paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 1 06, Ludwig in view of Silver as applied above discloses first 
station is allocated an address, said address being reallocated to different first stations 
when no longer required by said first station [Ludwig, page 14, paragraphs 2-3; page 
15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 107, Ludwig in view of Silver as applied above discloses said 
address is allocated by said at least one network element [Ludwig, page 14, paragraphs 
2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 108, Ludwig in view of Silver as applied above discloses said 
dedicated address is located in said first station [Ludwig, page 14, paragraphs 2-3; page 
15, paragraphs1-4- page 16, paragraphs 1-5]. 
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Regarding claim 109, Ludwig in view of Silver as applied above discloses at least 
one network element is transparent to information sent between said first station and 
said external element network [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 110, Ludwig in view of Silver as applied above discloses first 
station is arranged to obtain information as to its position in response to a request 
received at its dedicated address [Ludwig, page 15, paragraphs1-4- page 16, 
paragraphs 1-5]. 

Regarding claim 111, Ludwig in view of Silver as applied above discloses the first 
station is arranged to calculate the position of the first station [Ludwig, page 15, 
paragraphs1-4- page 16, paragraphs 1-5, the mobile is capable of calculating its own 
position]. 

Regarding claim 1 1 2, Ludwig in view of Silver as applied above discloses the first 
station receives information as to its position [Ludwig, page 15, paragraphs1-4- page 
16, paragraphs 1-5, the position may me sent from a GPS] 

Regarding claim 1 1 3, Ludwig in view of Silver as applied above discloses said 
request from the external network includes information identifying the first station and 
the dedicated address [Ludwig, page 14, paragraphs 2-3; page 15, paragraphs1-4- 
page 16, paragraphs 1-5]. 

Regarding claim 1 1 4, Ludwig in view of Silver as applied above discloses at least 
one network element is arranged to check requests from the external network to the first 
station and if a request identifies the dedicated address, to initiate a procedure for 
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providing information to the external network relating to the position of the first station 
[Silver, col. 9, lines 5-29]. 

Regarding claim 1 1 5, Ludwig in view of Silver as applied above discloses the 
dedicated address is in said at least one network element [Ludwig, page 14, paragraphs 
2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 1 1 6, Ludwig in view of Silver as applied above discloses the at 
least one network element is arranged to obtain information identifying said first station 
in response to a request for the position from said external element [Silver, col. 9, lines 
5-29]. 

Regarding claim 1 1 7, Ludwig in view of Silver as applied above discloses the 
information is the dialing number of said first station [Silver, col. 9, lines 5-29]. 

Regarding claim 118, Ludwig in view of Silver as applied above discloses the 
information identifying the first station is forwarded to a further network element, said 
further network element being arranged to provide information on the position of the first 
station identified by said information [Silver, col. 9, lines 5-29]. 

Regarding claim 1 1 9, Ludwig in view of Silver as applied above discloses the 
position information is provided to the external element by said further network element 
directly or via said at least one network element [Silver, col. 5, lines 18-43; col. 9, lines 
5-29]. 

Regarding claim 1 20, Ludwig in view of Silver as applied above discloses the 
information identifying said first station is sent to the external network element, said 
external element sending a further request to a further network element including said 
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identifying information requesting information on the position of first station, said 
information being forwarded to said external element [Silver, col. 5, lines 18-43; col. 9, 
lines 5-29]. 

Regarding claim 121 , Ludwig in view of Silver as applied above discloses at least 
one network element obtains said information on the identity of the first station from a 
register [Silver, col. 5, lines 18-43; col. 9, lines 5-29]. 

Regarding claim 1 23, Ludwig in view of Silver as applied above discloses said 
network is GPRS network [page 1 1 , paragraph 3]. 

Regarding claim 124, Ludwig in view of Silver as applied above discloses at least 
one network element is a GGSN [page 1 1 , paragraph 3]. 

Regarding claim 1 25, Ludwig in view of Silver as applied above discloses further 
network element is a GMLC [Silver, col. 9, lines 5-50]. 

Regarding claim 1 26, Ludwig in view of Silver as applied above discloses said 
external element is connected to said network via the Internet [Ludwig, page 14, 
paragraphs 2-3; page 15, paragraphs1-4- page 16, paragraphs 1-5]. 

Regarding claim 127, Ludwig in view of Silver as applied above discloses the 
network is a packet data network [Ludwig, page 14, paragraphs 2-3; page 15, 
paragraphs1-4- page 16, paragraphs 1-5; Figures 1-6]. 

Regarding claim 128, Ludwig in view of Silver as applied above discloses the 
request relates to the location of said first station [Ludwig, page 14, paragraphs 2-3; 
page 15, paragraphs1-4- page 16, paragraphs 1-5; Figures 1-6]. 
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Regarding claim 129, Ludwig in view of Silver as applied above discloses the 
request causes a geographic positioning procedure to be started by said first station 
[Silver, col. 9, lines 5-50]. 



Response to Arguments 

5. Applicant's arguments with respect to claim 66-100 and 102-136 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JULIO R. PEREZ whose telephone number is (571)272- 
7846. The examiner can normally be reached on 10:30 - 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Due M. Nguyen can be reached on (571) 272-7503. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Julio R Perez/ 
Examiner, Art Unit 2617 

6/5/08 

/Due Nguyen/ 

Supervisory Patent Examiner, Art Unit 2617 



